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DETAILED ACTION 
Response to Arguments 

The applicant's only relevant argument in regards to the elected claims is that 
neither Sun nor Niwata teach a resistance connected between a first one of the plurality 
of adapter external terminals and at least one of the adapter internal terminals, with a 
supply voltage or ground voltage being applied to the resistance to cause a value to be 
present at one of the plurality of external terminals of the IC card of the first standard, 
wherein the value is between said supply voltage and ground, examiner respectfully 
disagrees. Since there is no such thing as a perfect conductor, every conductor has a 
certain resistance. In our case Sun teaches a wiring line (see examiner's figure) which 
acts as a resistance between the adapter external and internal terminals, furthermore 
since the adapter and IC card are useless without a power source it is inherent that a 
source voltage is applied to the adapter external terminal and that due to the resistance 
in the wiring line voltage drops to some value between the source and ground at the IC 
card external terminals. 



Claim Objections 

Claim 8 recites the limitation "said resistor". There is insufficient antecedent 
basis for this limitation in the claim, particularly because there is a difference between "a 
resistance" as stated in claim 7 and a "resistor" as stated in claim 8. Examiner is going 
to read "resistor" as "resistance" in the rejection. 
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Claim Rejections - 35 USC § 102 



The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an. application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claims 7,9,10,40,42 and 43 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Sun (US Patent 6663007). 



With respect to claim 7, Sun discloses an adapter having an interior space which 
fits a profile of an IC card of a first standard, the adapter having a profile of an IC card of 
a second standard, said adapter comprising: (a) a plurality of adapter external terminals 
(see examiner's figure); (b) a plurality of adapter internal terminals (see examiner's 
figure) which are disposed at positions to be in contact with a plurality of external 
terminals of the IC card of the first standard when said IC card is placed into said 
adapter interior space; (c) wiring lines (see examiner's figure) which connect said 
adapter external terminals and said adapter internal terminals; and (d) a resistance 
connected between a first one of the plurality of adapter external terminals and at least 
one of the adapter internal terminals, with a supply voltage or ground voltage being 
applied to the resistance to cause a value to be present at one of the plurality of 
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external terminals of the IC card of the first standard, wherein the value is between said 
supply voltage and ground (see Response to Argument section above). 

With respect to claim 9, Sun discloses an adapter internal terminals have a 
generally rectangular profile in plan and are laid out to have their 10ng side extending 
along the card insertion direction, of the first standard (see examiners figure). 

With respect to claim 10, Sun teaches that the adapter internal terminals have a 
configuration which bulges as viewed in a cross section taken along the card insertion 
direction of the first standard (Fig. 5). 

With respect to claim 40, Sun teaches an adapter comprising: a plurality of 
adapter external terminals; an interior region constructed to accept an IC card 
conforming to a first standard (see examiner's figure); a plurality of adapter internal 
terminals which are disposed at positions to be in contact with a plurality of external 
terminals of the IC card conforming to the first standard when said IC card is placed into 
said interior region (see examiner's figure); conductive traces which connect said 
adapter external terminals and said adapter internal terminals (see examiner's figure); 
and a resistance connected between a first one of the plurality of adapter external 
terminals and at least one of the adapter internal terminals, with a supply voltage or 
ground voltage being applied to the resistance to cause a value to be present at one of 
the plurality of external terminals of the IC card of the first standard, wherein the value is 
between said supply voltage and ground; wherein the adapter has outer dimensions of 
an IC card of a second standard (see Response to Argument section above). 
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With respect to claim 42 and with all the limitations of claim 40, Sun teaches 
that the adapter internal terminals have a generally rectangular profile in plan and are 
laid out to have their long side extending along the card insertion direction of the first 
standard (see examiners figure). 

With respect to claim 43 and with all the limitations of claim 40, Sun teaches that 
the adapter internal terminals have a configuration which bulges as viewed in a cross 
section taken along the card insertion direction of the first standard (note the bulging of 
the internal terminals in the examiners figure and Figure 5). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 8 and 41 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Sun in view of Niwata. 

With respect to claims 8 and 41 Sun teaches all of the limitations except a 
mechanical switch connected between the first adapter external terminal with said 
resistance connected thereto and another of the plurality of adapter external terminals. 
Niwata teaches a mechanical switch connected between the first adapter external 
terminal with said resistance connected thereto and another of the plurality of adapter 
external terminals. It would have been obvious to one of ordinary skill in the art at the 
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time of the invention to have mechanical switch connected between the first adapter 
external terminal with said resistance connected thereto and another of the plurality of 
adapter external terminals, as taught by Niwata, to the device taught by Sun for the 
purpose of allowing different configurations for the adapter. 

Claims 30 and 46 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Sun. 

Sun teaches all of the limitations of claims 30 and 46 except that the second 
standard is the SD (secure digital) card standard. SD card standards are well known in 
the art in fact Sun discloses an^ SD card (Fig. 1c). It would have been obvious to one of 
ordinary skill in the art at the time of the invention to modify the second standard, taught 
by Sun, to be of SD standard for the purpose of using other card standards with the SD 
standard interface thus allowing for greater compatibility. 



Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
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shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ivan H. Carpio whose telephone number is 571-272- 
8396. The examiner can normally be reached on M-R 6:00am - 4:30pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Dean Reichard can be reached on 571-272-1984. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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